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Sir: 
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II. Related Appeals and Interferences 

Appellant is not aware of any related appeals or interference proceedings. 

III. Status of Claims 

Claims 1, 5, 6, 11, 12, 18 and 19 are presently pending in the present application. Claims 
2 and 3 have been cancelled. Claims 4, 7-10, 13-17 and 20-44 have been withdrawn in response 
to a requirement for restriction. As Claims 7-10, 13-17 and 20-31 all depend from Claim 1, they 
should be allowable upon a determination of the allowability of Claim 1. Appealed Claims 1,5, 
6, 1 1, 12, 18 and 19 are reproduced in Appendix A attached hereto. 

Claims 1, 5, 6, 11, 12, 18 and 19 stand rejected under 35 U.S.C. 112, second paragraph, 
as being indefinite for failing to particularly point out and distinctly claim the subject matter 
which Applicant regards as the invention. The rejection states that because soccer balls come in 
all sizes and can be "non-inflated" to various degrees, it is xmclear what limits are placed on the 
ball by the "non-inflated soccer ball" recitation. 

Claims 1, 5, 18 and 19 stand rejected imder 35 U.S.C. 102(e) as anticipated by or, in the 
altemative, under 35 U.S.C. 103 (a) as obvious over Armstrong, III et al. U.S. Patent No. 
6,217,458 (Armstrong). The rejection states that, because it is unclear what size ball is 
contemplated by the claims, Armstrong's tennis ball sized ball anticipates the claimed device. 
Altematively, Armstrong states that the ball may be made of whatever size is desired. The 
rejection concludes by stating that it would have been obvious to have made the ball of the size 
recited by the Applicant. 

Claims 6, 11 and 12 stand rejected under 35 U.S.C. 103(a) as being unpatentable over 
Armstrong in view of Hawkins, Sr. et al. (Hawkins) U.S. Patent No. 4,989,876 or Bottiglieri U.S. 
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Patent No. 5,407,211 (Bottiglieri). The rejection states that Armstrong discloses the claimed 
system with the exception of the type of target used and that such targets are commonly known 
and used in the art as typified by Hawkins and Bottiglieri. The rejection concludes that it would 
have been obvious to one of ordinary skill in the art to use such a target in Armstrong's systems 
as well in order to add interest to the game. 

There are no other claims pending, cancelled or withdrawn that are associated with this 
application. 

IV. Status of Amendments 

All amendments have been entered. 

V. Summary of the Invention 

The golf practice and exercise system of the invention of the claims on appeal includes a 
practice ball and a target assembly, and may be combined with a golf club. The practice ball is a 
flexible, hollow uninflated practice ball of at least the approximate size of a non-inflated soccer 
ball to provide a large target so that the golfer can swing freely without concentrating on striking 
a small target, such as a regulation golf ball. The practice ball also has a weight exceeding that 
of a regulation golf ball to provide substantial resistance to the impact of a golf club to impose 
muscular strain on the golfer for muscle development, but the practice ball is limited in weight to 
allow the golfer to complete the follow-through of the golf sv^ng. Thus, the system of the 
present invention provides for practicing the technique of the golf swing, as well as providing 
muscle development to enhance the striking force exerted by the golfer when striking a golf ball. 
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The practice ball is generally spherical and made of a pliable material. In the preferred 
embodiment, the practice ball may be substantially the same as a non-inflated soccer ball or a 
volleyball. The practice ball has an internal pressure of about atmospheric pressure to provide 
resistance for exercising muscles, prevent injuries to the user and to provide it with a low 
coefficient of elastic restitution to limit the distance traveled by the practice ball upon impact 
with a golf club and to limit the rebound of the practice ball upon contact with the target 
assembly. The practice ball is not tethered nor in any way configured to be attached to a tether. 

The practice ball is such that if the user strikes the practice ball from a striking position a 
sufficient distance from the target assembly, approximately 10 to 40 feet, the practice ball will 
travel in the manner corresponding to the golf swing - an incorrect swing may cause the ball to 
curve either right or left and a correct swing will cause the ball to travel in a direct path. The 
greater the distance between the striking position and the target assembly, the more obvious the 
travel path of the practice ball. 

The target assembly has an energy absorbing surface, preferably mesh netting attached to 
a rigid net frame. The rigid net frame is supported by a frame support structure that maintains 
the rigid net frame in the proper spatial orientation. In one form, the frame support structure is 
made up of a base upon which rests the rigid net frame, the base being of sufficient size to 
prevent the rigid net frame from becoming imbalanced upon contact by the practice ball. The 
frame support structure is preferably made up of a plurality of essentially triangular members, 
one member attached to or integral to each vertical side of the rigid net frame. (Specification, 
page 2, line 22 through page 4, line 18) 

The present invention provides a combination for practicing control of the direction of 
flight of the ball as well as building the muscles used in swinging a golf club. The present 
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invention allows the golfer to watch the travel path of the practice ball, thereby confirming the 
consequence of each practice swing. But, the target assembly limits the distance the practice ball 
travels so a golfer can use the present invention in a confined space if desired. Also, the practice 
ball is of the size and mass that provides significant resistance to the golf swing, thereby 
providing the golfer with muscle building exercise to increase the golf swing power. 
(Specification, lines 13-20) 

VI. Issues 

There are four issues on appeal: first whether Claims 1, 5, 6, 11, 12, 18 and 19 are 
indefinite for failing to particularly point out and distinctly claim the subject matter which 
Applicant regards as the invention as required by 35 U.S.C. 112, second paragraph; second, 
whether Claims 1, 5, 18 and 19 are impatentable imder 35 U.S.C. 102(e) as anticipated by 
Armstrong; third whether Claims 1, 5, 18 and 19 are unpatentable as obvious over Armstrong 
pursuant to 35 U.S.C. 103(a); and, fourth, whether Claims 6, 11 and 12 are unpatentable over 
Armstrong in view of Hawkins or Bottiglieri pursuant to 35 U.S.C. 103(a). 

VII. Grouping of Claims 

With respect to the issues on appeal, Claims 1, 5, 6, 11, 12, 18 and 19 stand or fall 
together. 

VIII. Argument 

THE REJECTION OF CLAIMS K 5, 6, IL 12, 18 AND 19 AS BEING INDEFINITE 
PURSUANT TO 35 U.S.C. 112, SECOND PARAGRAPH, SHOULD BE REVERSED 
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BECAUSE THE TERM "AT LEAST THE APPROXIMATE SIZE OF A NON-INFLATED 
SOCCER BALL" IS NOT INDEFINITE , 

In the final Office Action of November 4, 2002, the Examiner rejected Claims 1, 5, 6, 11, 
12, 18 and 19 under 35 U.S.C. 112, second paragraph, as being indefinite for failing to 
particularly point out and claim the subject matter which applicant regards as the invention 
"[BJecause soccer balls come in all sizes and can be 'non-inflated' to various degrees." The 
rejection stated that it v^^as xmclear what limits are placed on the ball by the "non-inflated soccer 
ball" recitation. 

With regard to the size limitation recited in Claim 1, i.e., at least the approximate size of 
a soccer ball, the Examiner states that he has seen "soccer balls" as small as a tennis ball for 
small children or for dogs so that they may get the ball in their mouth. This makes no sense and 
renders the term "soccer ball" meaningless, which it of course is not. Patents are intended for 
practical application, not imaginary interpretation. This is well established by the rule that 
claims terms are to be given their conmion, ordinary meaning, unless a special definition is 
provided in the patent. In the context of Claim 1 and the disclosure in the specification, a soccer 
ball is a soccer ball not a tennis ball or a ball to be put in a dog's mouth. The fact that a tennis 
ball could be used to play a pseudo-soccer game does not make a tennis ball a soccer ball under 
the common and ordinary meaning of a soccer ball. No one familiar with soccer or tennis would 
refer to a tennis ball as a soccer ball. If one were to ask a tennis player or a soccer player to 
identify a soccer ball, the player certainly would not point to a tennis ball. A soccer ball is 
generally of the size resembling that of the size specified by the official Laws of the Game of the 
international Football Association Board having a circumference of not more than 28 inches and 
not less than 27 inches. (See Appendix B ) 

6 

0257434.01 
LIB: 



App. Serial No.: 09/748,046 

Clearly the term "at least the size of a soccer ball" in Claim 1 is not indefinite, but rather 
provides a clear understanding of the claimed ball size. 

In the final Office Action of November 4, 2002, the Examiner asserts that the claim term 
"non-inflated" is indefinite because a soccer ball can be "non-inflated" to various degrees. Here 
again, there is no basis for giving the term any meaning other than its common ordinary 
meaning. Non-inflated means it is not inflated. There is no such thing as partially non-inflated. 
It is either non-inflated or partially inflated. There is no degree of non-inflated. 

In the second paragraph of page 3 of the Office Action of November 4, 2002, the 
Examiner states: 

Moreover, Applicant is claiming another variable - the degree of inflation which 

adds a further degree of xmcertainty to the limitations of the size of the ball. 

Here, the Examiner is confiising "degree of inflation" with "non-inflated." Certainly 
there are degrees of inflation. If something is inflated at all, it is not non-inflated. T here is n o 
conmion ordinary expression for a degree of "non-infla ted." 

Clearly, there is no justification for contending that the term "non-inflated" appearing in 
Claim 1 is indefinite. 

THE REJECTION OF CLAIMS L 5. 18, AND 19 AS ANTICIPATED BY ARMSTRONG 
PURSUANT TO 35 U.S.C. 102(e) SHOULD BE REVERSED BECAUSE ARMSTRONG 
DOES NOT DISCLOSE EACH AND EVERY ELEMENT RECITED IN THE CLAIMS. 

The rejection of Claims 1, 5, 18 and 19 pursuant to 35 U.S.C. 102(e) asserts two 
altemative bases. First, the Examiner states that it is unclear what size ball is contemplated by 
the claims and that Armstrong's tennis sized ball anticipates the ball of the claim. However, as 
discussed above, the size of the ball expressed in Claim 1 is definite and certainly is not the size 
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of tennis ball as disclosed in Armstrong. Therefore, this basis of rejection has no merit and 
should be reversed. 

Alternatively, the Examiner rejects Claims 1, 5, 18 and 19 pursuant to 35 U.S.C. 102(e) 
on the basis of Armstrong, stating that a ball may be made of whatever size is desired. This 
rejection is without merit as Armstrong specifically discloses a tennis ball in the only disclosure 
of the size of the ball. This is stated in colxrnm 2, lines 55-59 of Armstrong, which reads: 
Looking at Fig. 5(a) the ball 30 of the game apparatus 10 is typically slightly 
smaller than a conventional tennis ball (approximately 2.5 inches in diameter), 
although the size can be varied according to the choice of the player. 
The disclosure of a ball slightly smaller than a conventional tennis ball of approximately 2.5 
inches in diameter along with the broadening statement that the size can be varied according to 
the choice of the player is certainly not a disclosure or suggestion that the ball can be 
approximately the size of a soccer ball or larger. There is nothing in Armstrong that would teach 
or suggest the use of a ball at least as large as a soccer ball, particularly as the specific disclosure 
is of the use of a ball slightly smaller than a tennis ball. Patents are to be interpreted as they 
would be by one of ordinary skill in the art with terms being given their common ordinary 
meaning. From a practical standpoint there is no basis whatsoever for one to expand the 
disclosure in Armstrong from the disclosure of a tennis ball to encompass a soccer ball. 

Significantly, the Examiner does not contend that there is any disclosure of a non-inflated 
ball in Armstrong. Rather, the Examiner only states that the term "non-inflated" is indefinite. 
As explained above, "non-inflated" is definite. Therefore, as there is no disclosure of "non- 
inflated" in Armstrong there can not be any anticipation. 
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Therefore, the rejection of Claims 1,5, 18 and 19 as being anticipated by the Armstrong 
patent should be reversed. 

THE REJECTION OF CLAIMS K 5. 18 AND 19 AS BEING OBVIOUS OVER 
ARMSTRONG PURSUANT TO 35U.S.C. 103(a) SHOULD BE REVERSED BECAUSE 
THERE IS NO SUGGESTION IN ARMSTRONG THAT RENDERS OBVIOUS EACH AND 
EVERY ELEMENT OF THE CLAIMS . 

For the reasons stated above, there is on disclosure in Armstrong of a soccer ball, nor is 
there any suggestion in Armstrong of the "non-inflated" element of the claims, and, notably, the 
Examiner makes no assertion that "non-inflated" is obvious from Armstrong. 

Therefore, there is no basis for an obviousness rejection of Claims 1, 5, 18, and 19 and 
such rejection should be withdrawn. 

THE REJECTION OF CLAIMS 6. 11 AND 12 AS BEING UNPATENTABLE OVER 
ARMSTRONG IN VIEW OF HAWKINS OR BOTTIGLIERI PURSUANT TO 35 U.S.C. 
103(a) SHOULD BE REVERSED BECAUSE THESE CLAIMS DEPEND FROM CLAIM 1 . 

As stated above, Claims 6, 1 1 and 12 depend from Claim 1 and Claims 6, 1 1 and 12 stand 
or fall together with claim 1 . 

Therefore, Claims 6, 11 and 12 are patentable for the same reasons as stated above that 
Claim 1 is patentable, and the rejection should be reversed. 

IX. Conclusion 

Therefore, for all of the aforementioned reasons, it is respectfully submitted that the final 
rejections should be reversed and that the pending claims be found allowable. Enclosed herewith 
is the fee of $160.00 due for the filing of this Appeal Brief The Commissioner is also 
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authorized to charge any other fee which is due or to credit any fee overpayment which has been 
made to Deposit Account No. 18-1215 . 

Respectfully submitted, 

'Dalbert U. Shefte 0 
U.S. Reg. No. 18,174 

Kennedy Covington Lobdell & Hickman, L.L.P. 

Hearst Tower, 47* Floor 

2 1 4 North Tryon Street 

Charlotte, NC 28202 

(704)331-5790 
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APPENDIX A 

I. (Amended) A golf practice and exercise system, comprising a flexible, hollow 
iminflated practice ball of at least the approximate size of a non-inflated soccer ball and 
generally spherical and made of pliable material having a low coefficient of elastic restitution 
such when struck the practice ball travels a short distance relative to the striking force applied to 
it, and a target assembly against which the practice ball is propelled after being struck fi-om a 
striking position a sufficient distance from the target assembly that when the practice ball is 
struck by a golf club swung by a golfer it travels in a direction imposed by the golfer's swing, 
whereby the golfer can practice to control the travel of the practice ball and to develop golf 
swing strength. 

5. A golf practice and exercise system according to claim 1 wherein the target 
assembly includes an energy absorbing surface surrounded by and attached to a rigid frame, the 
rigid frame being maintained in proper spatial orientation by a frame support structure. 

6. A golf practice and exercise system according to claim 5 wherein the energy 
absorbing surface is a mesh netting having a front surface and a back surface. 

II. A golf practice and exercise system according to claim 6 wherein the frame 
support structure includes a base on which is supported the rigid frame, the base being of 
sufficient extent to maintain the rigid frame in the proper spatial orientation. 

12. A golf practice and exercise system according to claim 6 wherein the frame 
support structure includes at least two triangular support structures, the triangular support 
structure being integral to vertical sides of the rigid frame, each triangular support structure 
having two angle members and a horizontal member, each member connected to the other two 
members at apexes. 
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18. A golf practice and exercise system according to claim 1 characterized further by 
a golf club. 

19. A golf practice and exercise system according to claim 18 wherein the golf club is 
a conventional golf club. 
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